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DETAILED ACTION 

1 . This office action is in response to the amendment received 6/20/2008 . 

2. Claims 1-12, 18, 20, 26-33, are currently pending in the case, with claims, 1,7, 18, 20, 
and 23 being the independent claims. 

3. Claims 1-12, 18, 20, 26-33 remain rejected under 35 U.S.C. 102(e) as being anticipated 
by Masuda pursuant to applicant's amendments. 



Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

5. Claims 1-12, 18, 20, 26-33 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Masuda et al, US Pat. Pub. US 2002/0087602 filed (9/10/01). 

In reference to independent claim 1, Masuda teaches: 

'an instruction accepting unit which accepts an instruction of inserting 
designated data into a designated position of the document from a user'. See figure 1 1 which 
shows a detailed example in which an original electronic source document from which a 
thumbnail image has been moved to the composed window is indicated. The thumbnail images 
of 1/3 and 2/3 pages on the composed window are selected, a thumbnail image on the collection 
window and a thumbnail image on the collection window which correspond to the thumbnail 
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images on the composed window, are displayed as frames or semitransparent images, thereby 
indicating that the thumbnail images are selected. See page 7, [0124 through 0127]. The 
reference mentions a collection made up of a pages which could be moved or divided into other 
collection windows. The claim states a 'chapter' being made up of at least one page. The 
examiner is broadly interpreting a collection as taught in the Masuda reference as a chapter of 
pages. Pages 8-11 illustrate different tables that include information related to page indexes. It is 
the page index and the source documents which include designated data based upon designated 
positions of the document and edits of the documents by the user. 

'an editor which edits the document so as to insert a new chapter containing a page 
formed with the designated data into the designated position of the document in response to a 
determination that a type of the designated data is data.... '). The editor taught within the 
reference to Masuda includes options related to moving pages from one chapter to another and 
rotating pages within chapters. See pages 8 and 9. The determination, as presently claimed, is 
made by the editor and therefore the reference to Masuda discloses the necessary steps and 
determinations based upon different data formats and types. See pages 6-9. 
In reference to dependent claim 2, Masuda teaches: 

The document management software (e-binder builder) provides a display controller to 
create chapters or collections of documents and edit documents. See Masuda, page 5-6. 
Furthermore, the reference discloses a processing unit for editing the document in accordance 
with a page and a designation of a position accepted on the display confroUed by the e-binder 
builder. 
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In reference to dependent claim 3 and 4, Masuda teaches: 

Figure 14 illustrates collection attributes inserted into different collections which would 
allow for the new collection to inherit attributes from the old collection. See figure 14 and page 
8, [0135 through 0139]. 

In reference to dependent claim 5, Masuda teaches: 

The bookbinding portion is a portion that holds the generated electronic document made 
by converting the generated elecfronic document made by converting the generated elecfronic 
document composed of each elecfronic source document page obtained from the PAGEINDEX 
portion for managing the pages of the generated elecfronic document into a predetermined file 
format. See page 5, [0093 through 0095]. 
In reference to dependent claim 6, Masuda teaches: 

See figure 1 1 which shows a detailed example in which an original elecfronic source 
document from which a thumbnail image has been moved to the composed window is indicated. 
The thumbnail images of 1/3 and 2/3 pages on the composed window are selected, a thumbnail 
image on the collection window and a thumbnail image on the collection window which 
correspond to the thumbnail images on the composed window, are displayed as frames or 
semitransparent images, thereby indicating that the thumbnail images are selected. See page 7, 
[0124 through 0127]. The reference mentions a collection made up of a pages which could be 
moved or divided into other collection windows. The claim states a 'chapter' being made up of at 
least one page. The examiner is broadly interpreting a collection as taught in the Masuda 
reference as a chapter of pages. 
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In reference to claims 7-12, the claims recite similar instructions for carrying out the document 
processing apparatus claims numbered 1-6, respectively. Therefore, the claims are rejected under 
similar rationale. 

In reference to claims 18, 20, the claims recite similar instructions for carrying out the 
document apparatus claims numbered 1-6, respectively. Therefore, the claims are rejected under 
similar rationale. 

In reference to dependent claim 26, Masuda teaches: 

The document management software (e-binder builder) provides a display controller to 
create chapters or collections of documents and edit documents. See Masuda, page 5-6. 
Furthermore, the reference discloses a processing unit for editing the document in accordance 
with a page and a designation of a position accepted on the display controlled by the e-binder 
builder. 

In reference to claims 27, 28, 29, and 30, the claims recite similar instructions for carrying out 
the document apparatus claims niimbered 1-6, respectively. Therefore, the claims are rejected 
under similar rationale. 

In reference to dependent claim 31-33, Masuda teaches: 

The editor taught within the reference to Masuda includes options related to moving 
pages from one chapter to another and rotating pages within chapters. See pages 8 and 9. The 
determination, as presently claimed, is made by the editor and therefore the reference to Masuda 
discloses the necessary steps and determinations based upon different data formats and types. 
See pages 6-9. 
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Response to Arguments 

6. Applicant's arguments with respect to claims 1-12, 18 and 20-25 have been considered 
but are not persuasive. 

Applicant amended the claims and thus changed the scope of the invention when read as 
a whole. The rejection under 35 U.S.C. 102(e) as being anticipated by Masuda has been 
maintained and modified based upon the amendments to the claims. Applicant argues on page 15 
and 16 that the reference to Masuda fails to disclose or suggest at least the features of accepting 
from a user an instruction of inserting designated data into a designated position of a structured 
document, and editing the structured document so as to insert a new chapter containing a page 
formed with the designated data into the designated position of the document in response to a 
determination that a type of the designated data is data other than image data, and so as to insert 
a page formed with the designated data into the designated position of the document in an 
existing chapter in response to a determination that the type of the designated data is image data. 
However, the reference to Masuda discloses shows a detailed example in which an original 
electronic source document from which a thumbnail image has been moved to the composed 
window is indicated. The thumbnail images of 1/3 and 2/3 pages on the composed window are 
selected, a thumbnail image on the collection window and a thumbnail image on the collection 
window which correspond to the thumbnail images on the composed window, are displayed as 
frames or semitransparent images, thereby indicating that the thumbnail images are selected. See 
page 7, [0124 through 0127]. The reference mentions a collection made up of a pages which 
could be moved or divided into other collection windows. The claim states a 'chapter' being 
made up of at least one page. The examiner is broadly interpreting a collection as taught in the 
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Masuda reference as a chapter of pages. Pages 8-11 illustrate different tables that include 
information related to page indexes. It is the page index and the source documents which include 
designated data based upon designated positions of the document and edits of the documents by 
the user. The editor taught within the reference to Masuda includes options related to moving 
pages from one chapter to another and rotating pages within chapters. See pages 8 and 9. The 
determination, as presently claimed, is made by the editor and therefore the reference to Masuda 
discloses the necessary steps and determinations based upon different data formats and types. 
See pages 6-9. 

In reference to independent claim 20, applicant argues that Masuda, alone or in any 
permissible combination, is not seen to disclose or to suggest the features of accepting an 
instruction from a user to divide a chapter contained in the document data, in response to the 
accepted instruction, obtaining data containing pages constituting a portion of the chapter 
instructed to be divided, in response to obtaining the data containing pages, generating a new 
chapter which is different from chapters ciirrently contained in the document data and which 
contains the obtained pages. The reference to Masuda discloses a means of creating new 
collections/chapters utilizing user manipulations of pages and through the utilization of source 
document mapping. Any changes in pages from difference collections would create, modify, or 
add/delete pages of a collection/chapter. Figures 10a through 13 illustrate examples of creating 
new chapters, dividing chapters, and ultimately the modification of chapters through the use of 
document data and user changes. Support could be found on pages 7-10 of the reference to 
Masuda. A description of a chapter/collection could be found on page 10. 
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Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to MATTHEW J. LUDWIG whose telephone number is (571)272-4127. The 
examiner can normally be reached on 9:00am-6:00pm. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Stephen Hong can be reached on 571-272-4124. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Stephen S. Hong/ 

Supervisory Patent Examiner, Art Unit 
2178 
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